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T« REAL PARTY IN INTEREST (37 CF.R. § 41 ,37(c)(l)(i)) 

The Real Party in Interest in tlic present Appeal is SBC Knowledge Ventures, 
L.P., the assignee, of patent application no. 10/797,919, as evidenced by the assignment 
set forth at Reel 014870, Frame 0444. 

II. RELATED APPEALS AND INTERFERENCES (37 CF.R, § 4 1.37(c)( !)(«)) 

With respect to other appeals or interferences that will directly a fleet, or be 
directly affected by, or have a bearing on the Board's decision in this appeal, Appellant is 
not aware of any such appeals or interferences. 

IIL STATUS OF CLAIMS (37 C\F.R. § 41.37(c)(l)(iii)) 

A. Total Number of Claims in Application 

There are 22 claims pending in the application (claims 1-22). 

B. Status of AH the Claims 

Claims 1 , 1 1, and 22 are independent claims. According to paragraphs 2, 5, 6 and 
7 of the Final Office Action dated December 1, 2005 ("the Fined Office Action"), 
the Examiner states that Claims 1-22 stand rejected, and are hereby appealed. 

C. Claims on Appeal 

There are 22 claims on appeal (claims 1-22). 



1 01 11 U.S. App No.: IO/7y7,D19 
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IV. STATUS OF AMENDMENTS (37 C.F.R. § 41.37(c)(l)(iv)) 

The claims hereby Appealed are based on the original claims of the Application 
filed March 10, 2004. No amendment was oNercd or entered after the Final Office 
Aclion. 



V. 



SUMMARY OF THE CLAIMED SUBJECT MATTER (37 C.F.R. § 41 J7(c)(l)(v)) 

The subject matter of Claim 1 can he summarized as follows: 

A method includes providing a notification message to a payment card holder of 
an attempted transaction using a payment card. Multiple options for the payment card 
holder to decline authorization of the attempted transaction are provided. 

Claim 1 finds support on at least page 2 paragraph 9; page 4 paragraph 17, page 5, 
paragraphs 1 8, 20 and 21, page 6, paragraphs 22 and 23, page 7, paragraphs 26 through 
28, and page 8, paragraph 29 of the specification. 

The subject mailer of Claim 1 1 can be summarised as follows: 

A system includes a payment card Impaction notification and authorization 
system to provide a notification message to a payment card holder of an attempted 
transaction using a payment card and to provide multiple options for the payment card 
holder to decline authorization of the attempted transaction. 

Claim J I finds support from at least element 36 of Figure 1 and from at least page 
2 paragraph 9; page 3, paragraphs 13 and 14, page 4 paragraphs 1 6 and 1 7, page 5, 
paragraphs 18 through 21, page 6, paragraphs 22 and 23, page 7, paragraphs 26 through 
28, page 8, paragraphs 29, 32 and 33 ofthe specification. 

The subject matter of Claim 22 can be summarized as follows: 

A method includes providing a notification message to a payment card holder of 
an attempted transaction using a payment card, the noiificanon message indicating a 



I03J-I.H1040 



2 ot 22 



U.S. App. No.: \Q/7 ( )7M0 
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transaction amount, a merchant name, and at least part of a number of the payment card. 
An option is provided for the payment card holder to authorize the transaction. Multiple 
options are provided for the payment card holder to decline authorization of the 
attempted transacljon, where the multiple options include a first option for the payment 
card holder to decline authorization or an undesirable but non-fraudulent transaction, and 
a second option for the payment card holder to decline authorization of a fraudulent 
transaction. A selection of one of the options made by the payment card holder is 
received. If the selectiou is of the first option, a message is provided to a merchant 
involved in the attempted transaction to decline the attempted transaction and to return 
the payment card to an individual attempting the transaction. If the selection is of the 
second option, an account associated with the payment card is locked and a message is 
provided to the merchant involved in the attempted transaction to decline the attempted 
transaction and to withhold the payment card from the individual attempting the 
transaction. 



Claim 22 finds support from at least Figure 2 and at least page 2 paragraph 9; 
page 3, paragraphs 13 and 14, page 4 paragraphs 16 and 17, page 5, paragraphs 1 8 
through 21, page 6, paragraphs 22 and 23, page 7, paragraphs 26 through 28, page 8, 
paragraphs 29, 32 and 33 of the specification. 



103J-LBI049 



J Of '22 



U.S. App. Nil: 10/797,919 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL (37 C.F R 8 
41.37(cXD(vO) ' 

A - Claims 1. 9-11. and 19-21 arc rejected under 35 U.S.C. 1 02 (b) as being 

anticipated over U.S. Patent No. 6,047,270 ("Joao"). 

B - Claims 2-6. 12-16. anri 22 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Joao in view of U.S. Patent No. 5,999,596 ("Walker"). 

C. .Claims 7 affld 17 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Joao in view of Walker and further in view of U.S. Patent No. 6, 422, 462 
("Cohen"). 

D. Claim§_8_affid 18 arc rejected under 35 U.S.C. 103(a) as being unpatentable 
over Joao in view of U.S. Patent No. 5,878,403 ("DeFrancesco"). 

VII. ARGUMENT (37 C.F.R. § 4l.37(c)(l)(vii)) 

Appellant respectfully appeals each of the rejections applied against all claims 
now pending on appeal. 

A. CLAIMS 1, 9-11 AND 19-21 ARE ALLOWABLE OVER JOAO 

Appellant traverses the rejection of claims 1, 9-U, and 19-21 under 35 U.S.C. 
§ 102(b) over U.S. Patent No. 6,047,270 ("Joao"), at page 2, paragraph 2 of the Final 
Office Action mailed on December 1, 2005 ("the Final Office Action"), at page 2, 
paragraph 2 of the Office Action mailed on August 24, 2005, and at page 2, paragraph 2 
of the Office Action mailed on May 20, 2005. 

Independent Claims 1 and 11 are allowable over U.S. Patent No. 6,047,270 
("Joao"). None of the cited references, including Joao, disclose or suggest a method 
including providing multiple options lor a payment card holder to decline authorization 
of an attempted transaction, as recited by independent claim I. Moreover, none of the 
cited references, including Joao, disclose or suggest a system including a payment card 
transaction notification and authorization system to provide multiple options for a 



I033-LHIO49 
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US. App.Nu.: 10/707,919 
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payment card holder to decline authorization of an attempted transaction, as recited by 
claim 11. 

Claim 1, from which claims 9 and 10 depend, recites providing multiple options 
for a payment card holder to decline authorization of an attempted transaction (emphasis 
added). Claim 1 1 , from which claims 19-21 depend, recites providing multiple options 
for a payment card holder to decline authorization of an attempted transaction (emphasis 
added). The Office Action asserts that the passages of Joao at col. 20, lines 48-67 and at 
Col. 21 , lines 2 1-30 disclose these features. See Final Office Action, p. 2, paragraph 2. 
For ease of reference, the cited passages of Joao are reproduced in their entirely below: 

The apparatus 3 will then, at step 39, wait Tor the cardholder to respond to 
the transmission. During this time, the cardholder may either utili xe th« 
reply or two -wav pager feature on ihe r.ftmmii n ication device 4 in order t o 
either approve or authori se the trans a ction or disapprove of or void the 
transaction. At step 39, the central processing computer 3 will also 
receive the response if one is sent. At step 40, the apparatus 1 will 
determine if the cardholder has made a reply or response within the pre- 
defined lime limit which is chosen, in the preferred embodiment, to be one 
(1) minute. The cardho lder may also transmit a sip nnl via .™ f> rpmr » flt , 
key or button suspending use o f the card such as when he or she may first 
be apprised of the fact that the card has been lost or stolen. In instances 
when the communication device 4 does not have a reply or two-way pager 
feature, the cardholder may simply telephone the central processing office 
or a processing center for the card in order to personally appraise the 
center or office of his or her response to the central processing computer 
transmission regarding the transaction. 

Joao, col. 20, lines 48-67. 

Thus, the card holder either authorizes or declines the transaction. Separately, the 
card holder may also transmit a signal lo suspend the use of the card. See Joao, col. 20, 
lines 58-61. 

If, at step 40, the response or reply is determined to be timely, the central 
processing computer 3 will, at step 45, process and identify the cardholder 
response. At step 46, the central processing computer 3 will determine if the 
cardholder has replied or responded so as to authorize the transaction. If the 



1 033-1. Rl 04!) 



• , " f2: U.S. App. No,: \0/V>7,9\9 
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cardholder's response is to cancel, disapprove or (sic), or not to authorize, (sic) the 
transaction, the central processing computer 3 will, at step 47, increment an 
unauthorized transaction count by 1 . 

Joao, col. 21, lines 21-30. 

As discussed in the Response filed on July 20, 2005, in the Response filed on 
October 11, 2005, and in the Brief in Support of the Pre-Appeal Request for Review filed 
on February 10, 2005, Applicants noted that Joao discloses providing only a single option 
<4 to disapprove of or void" or "to cancel, disapprove of, or not to authorize" a transaction 
by Utilizing the reply or two-way pager feature on the communication device." Each of 
the words ("disapprove," "void," "cancel," and "not to authorize") used in Joao describe 
a single option to refuse authorization for a transaction. Joao fai Is to disclose or suggest 
that these words describe anything other than alternative terms for the same option. Joao 
fails to disclose or suggest different outcomes based on selection or multiple options to 
refuse authorization. Thus, Joao fails to disclose or suggest more than one option to 
decline the transaction. The Final Office Action stated: 

Joao does disclose the aforementioned limitation since the act of providing 
multiple options to decline is given to the card holder in the following manner 
the card holder has the mental and physical ability of choose [sic] to decline 
authorization on the basis of any number of events, including the suspicion of 
card theft, realization of insufficient funds, etc. Therefore, the canl holder is 
provided with multiple options to decline authorization and the 35 U.S.C 102(b) 
rejection remains. 

Final Office Action, pp. 6-7 (emphasis in original). 

The Final Office Action confuses a user's reason for declining authorization with 
the options for declining authorization. The "suspicion of card theft" and the "realization 
of insufficient funds" are motivations, reasons or bases, for a card holder to decide to 
decline a transaction. While the card holder may be motivated to decline a transaction Tor 
a variety of reasons, the "mental and physical ability" of the card holder to choose to 
decline authorization docs not provide multiple options from which to choose. In the 
system of Joao, the card holder can either accept or decline, and there are no other 
options provided in regard to the transaction. Although the Final Office Action is correct 

I033-1.9J049 , 

1 US. App.Nii.: 10/797,919 

PAGE 12/28 • RCVD AT 4110/2006 3:43:06 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-3/18* DNIS:2738300 * CSID:512 306 8545 * DURATION (mm-ss):08-08 



RPR-10-2006 13:45 From: TOLER. LARSON & ABEL 51E 30S 8545 To:USPTO P.13'28 



in that, a particular card holder, using the system described by Joao, may have more than 
one reason or motivation for declining a transaction, once the card holder of Joao decides 
to decline the transaction, the card holder has only one option to decline the transact! 



Hon. 



This aspect of Joao is further illustrated in the cited paragraph of col. 20, lines 48- 
67 at lines 58-62, where in addition to disapproving of the transaction, Joao states: 

Ths_ca,rdholdcr may also transm it a signal via an appropriate kev o r button 
suspending use of the car d such as when he. or she mav fir^t t he apprised of ihg 
fact that the card has been lost or stolen, in instances when the communication 
device 4 does not have a reply or two-way pager feature, the cardholder may 
simply telephone the central processing office or a processing center for the card 
in order to personally appraise the center or office of his or her response to the 
central processing computer transmission regarding the transaction. 

Joao, col. 20, lines 58-67 (emphasis added) 

Thus, Joao anticipates that the notification of the user's basis for a particular 
disapproval of authorization would be separately communicated to the processing office 
or processing center. If Joao provided multiple options to decline a transaction, such a 
separate reporting proeess would not be required. 

Accordingly, Joao fails to disclose or suggest the features of providing multiple 
options to decline authorization of an attempted transaction, as recited by claims 1 and 
1 1 . Thus, Joao fails to disclose or suggest at least one element of each of the independent 
claims 1 and 11 . Therefore, Joao fails to disclose or suggest at least one element of each 
of the dependent claims 9, 1 0, and 1 9-2.1, at least by virtue of their dependency from one 
of the independent claims 1 or 1 1. 

Moreover, dependent claim 21, for example, recites additional features not 
disclosed by Joao. Claim 21 recites wherein the payment card transaction notification 
and authorization system is further to increase a purchase limit threshold for the payment 
card based on a short messaging service (SMS) message received from the payment card 
holder. The Final Office Action asserts that the passage of Joao at col. 13, lines 23-31 
discloses this feature. Specifically, the Final Office Action asserts that "by virtue of the 

U.S. App. No.: 10/79?,yi<> 

PAGE 13/28 * RCVD AT 4/1012006 3:43:06 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-3/1 8 ' DNIS:2738300 * CSID:512 306 8545 * DURATION (mnws):0848 



flPR-10-2006 13:45 From: TOLER> LRRSDN & PEEL 512 306 8545 TorUSPTO P. 14'28 



definition of wireless communication, a short message is received from the card holder to 
increase account credit limits." U is noted that claim 21 recites a "short messaging 
service (SMS) message," not a "short message" as discussed by the Office Action. One 
of ordinary skill in the art will recognize that "SMS" is a term of art that identifies a 
particular messaging format and process, rather than merely any type of message that is 
short.. As Joao fails to mention SMS messages in any manner, much less that an increase 
in a purchase limit threshold for a payment card is based on an SMS message as provided 
by claim 21, it is respectfully submitted that Joao fails to disclose this additional feature 
of claim 21. 

In view of the foregoing, it is respectfully submitted that Joao fails to disclose or 
suggest at least one element of each of die claims 1, 9-1 1 and 1 0-21. Therefore, the 
rejection of claims 1, 9-11, and 19-21 over Joao is improper and should be withdrawn. 

B. CLAIMS 2-6, 12-16, AND 22 ARE ALLOWABJLEO VER JOAO IN VTEW 
OF WALKER 

Appellant traverses the rejection of claims 2-6, 1 2-16, and 22 under 35 U.S.C. 
§103(a) over Joao in view of U.S. Patent No. 5,999,596 ("Walker"), at page 4, paragraph 
4, of the Final Office Action, at page 4, paragraph 5 of the Office Action mailed on 
August 24, 2005, and at page 4, paragraph 5 of the Office Action mailed on May 20, 
2005. 

Independent Claims 1 and 11, from which claims 2-6 and 12-16 depend, are 
allowable over the asserted combination of Joao and Walker. None of the cited 
references, including Joao and Walker, disclose or suggest a method including providing 
multiple options for the payment card holder to decline authorization of the attempted 
transaction, as recited by independent claim 1. Moreover, none of the cited references, 
including Joao and Walker, disclose or suggest a system including a payment card 
transaction notification and authorization system to provide multiple options for a 
payment card holder to decline authorization of an attempted transaction, as recited by 
claim 1 1. 
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Independent claim 22 is also allowable over the asserted combination of Joao and 
Walker. None of the cited references, including Joao and Walker, disclose or suggest 
providing multiple options Tor the payment card holder to decline authorization of the 
attempted transaction, the multiple options including a first option for the payment card 
holder to decline authorization of an undesirable but non-fraudulent transaction, and a 
second option for the payment card holder to decline authorization of a fraudulent 
transaction. 

Claim 1, from which claims 2-6 depend, recites providing multiple options for a 
payment card holder to decline authorization of an attempted transaction. Claim 1 1 , from 
which claims 12-16 depend, recites a payment card transaction notification and 
authorization system to provide multiple options Tor a payment card holder to decline 
authorization of an attempted transaction. As discussed above, Joao docs not disclose 
these claimed features. The Office Action does not assert that Walker discloses or 
suggests providing multiple options to decline authorization of an attempted transaction, 
nor does Walker in fact disclose or suggest these features, as discussed in the Response 
dated October 1 1, 2005. The Final Office Action acknowledges that "the examiner relied 
on the Walker invention only to teach the option Tor the payment card holder to decline 
authorization of an undesirable but non-fraudulent transaction." See Final Office Action, 
p. 7. Accordingly, the Final Office Action fails to establish a prima facie case that the 
proposed combination of Joao and Walker discloses or suggests the features recited by 
claims 2-6, and 12-16, at least by virtue of then dependency from one of claims 1 or 1 1 . 

Walker discloses a system that provides three options to the card holder: 1) to 
authorize a transaction; 2) to decline the transaction; and 3) to speak with a person trying 
to use the card. See Walker, col. 1, lines 3-10. Thus, like Joao, Walker provides only one 
option to decline the transaction. The asserted combination of Joao and Walker fails to 
disclose or suggest providing multiple options for the payment card holder to decline 
authorization of an attempted transaction, as recited by independent claim 1. The 
asserted combination of Joao and Walker also fails to disclose or suggest a system 
including a payment card transaction notification and authorization system to provide 
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multiple options for a payment card holder to decline authorization of an attempted 
transaction, as recited by independent claim 1 1 . Additionally, the asserted combination 
of Joao and Walker fails to disclose or suggest providing multiple options for the 
payment card holder to decline authorization of the attempted transaction, as recited by 
independent claim 22. 

Moreover, the dependent claims recite additional features neither disclosed nor 
suggested by the combination of Joao and Walker. As an example, claims 2 and 12 recite 
wherein the multiple options comprise a first option for the payment card holder to 
decline authorization of an undesirable but non-fraudulent transaction, and a second 
option for the payment card holder to decline authorization of a fraudulent transaction. 
The Final Office Action acknowledges that "Joao lacks the specific teaching of the first 
option for the payment card holder to decline authorization of an undesirable but non- 
fraudulent transaction," and the Final Office Action therefore relies on Walker at col. 10, 
lines 45-00 for allegedly disclosing these features. See Final Office Action, p. 5, 
paragraph 5. 



The Final Office Action asserts: 



One of ordinary skill in the art would have readily recognized that allowing a card 
holder the ability to decline a non-fraudulent transaction would have been 
beneficial for giving the card holder unrestricted control over the flow of finances 
associated with the card at any given time. Therefore, it would have been obvious 
at the time the invention was made, to modify the teachings of Joao with the 
aforementioned teaching of walker to regulate spending. 

Final Office Action, p. 5, paragraph 5. 



e 



However, the asserted combination of Joao and Walker still only teaches a singl 
option to decline a transaction, notwithstanding a plurality of possible user motivations 
for choosing that single option. Accordingly, the asserted combination of Joao and 
Walker fails to disclose or suggest at least one element of each of the independent claims 
1,11 and 22. 
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Moreover, in regard to dependent claims 2 and 12 and in regard to independent 
claim 22, the proposed combination of Joao and Walker Tails to disclose or suggest 
providing a first option to decline authorization of an undesirable but non-fraudulent 
transaction and a second option to decline authorization of a fraudulent transaction. 

Additionally, claim 3 recites receiving a selection made by the payment card 
holder of the first option and, based on the selection, providing a message to a merchant 
involved in the attempted transaction to decline the attempted transaction and to return 
the. payment card to an individual attempting the transaction (emphasis added). 
Dependent claim 13 and independent claim 22 recite similar features. The Office Action 
asserts that the passage of Walker at col. 10, lines 45-60 discloses these features. 
However, this passage of Walker fails to disclose providing a message to a merchant to 
decline an attempted transaction and to return the payment card to an individual 
attempting the transaction, as recited by claims 3, 13 and 22. 

Further, claim 6 recites receiving a selection made by the payment card holder of 
the second option and, based on the selection, automatically reporting the fraudulent 
transaction to a law enforcement authority (emphasis added). Dependent claim 16 and 
independent claim 22 recite similar features. The Office Action asserts thai the passage 
of Joao at col. 21, lines 39-41 discloses these features. Joao discloses that, in response to 
disapproval of a transaction, the point-of-sale device operator may confiscate the card 
and/or alert the authorities. See Joao, col. 21 , lines 39-41 . Alternatively, Joao discloses 
that the card holder may also transmit a signal via an appropriate key or button 
suspending use of the card such as when he or she may first be apprised of the fact that 
the card has been lost or stolen. See Joao, col. 20, lines 58-67. One of ordinary skill in 
the ait will recognize that the decision to contact the authorities made by a point-of-sale 
device operator (i.e., a person) or by a card holder does not constitute automatically 
reporting a fraudulent transaction to a law enforcement authority since relying on the 
human operator requires a conscious decision or volition on the part of the point-of-sale 
device operator. See. e.g.. The American Heritage Dictionary of the English Language, 
4th Ed., 2000 (defining "automatic" as "2 a. Acting or done without volition or conscious 
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contior)(emphasia added).' Accordingly, the asserted combination of Joan and Walker 
fails lo disclose at least one element of each of the claims 6, 16 and 22. 

In view of the forgoing, it is respectfully submitted thai the asserted combination 
of Joao and Walker fails to disclose or suggest at least one element of each of the 
dependent claims 2-6, and 12-1 6, at least by virtue of their dependency from one of the 
allowable independent claims I or 1 1. Additionally, the asserted combination of Joao 
and Walker fails to disclose or suggest at least one element of independent claim 22. 
Therefore, die rejection of claims 2-6, 12-16, and 22 is improper and the withdrawal of 
this rejection therefore is respectfully requested. 

C. CLAIMS 7 AND 1 7 ARE ALLOWABLE OVER JOAO AND WALKER IN 
VIEW OF COHEN 

Appellant traverses the rejection of claims 7 and 1 7 under 35 U.S.C. §1 03(a) over 
Joao in view of Walker, and further in view of U.S. Patent No. 6,422,462 ("Cohen"), at 
page 5, paragraph 6 of the Final Office Action, at page 5, paragraph 6 of the Office 
Action mailed on August 24, 2005, and at page 5, paragraph 6 of the Office Action 
mailed on May 20, 2005. 

Independent Claims 1 and 11, from which claims 7 and 17 depend, are allowable 
over the asserted combination of Joao, Walker and Cohen. None of the cited references, 
including Joao, Walker and Cohen, disclose or suggest a method including providing 
multiple options for the payment card holder to decline authorization of the attempted 
transaction, as recited by independent claim I. Moreover, none of the cited references, 
including Joao, Walker, and Cohen, disclose or suggest a system including a payment 
card transaction notification and authorization system to provide multiple options for a 
payment card holder to decline authorization of an attempted transaction, as recited by 
claim 1 1 . Therefore, the asserted combination of Joao, Walker and Cohen fails to 
disclose or suggest at least one element of each of the dependent claims 7 and 17, at least 
by virtue of their dependency from one of the independent claims 1 and 1 1 . 



!tr^ fi JV ti0 " 0 /;' ,c t term ; autoniatiu " ^ provided merely for iflusnative purposes and is not intended to define or 
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Moreover, the asserted combination of Joao, Walker and Cohen fails to disclose 
or suggest a method including receiving a selection made by the payment card holder of 
the second option and, based on the selection, automatically reporting the fraudulent 
transaction to a credit reporting agency. Additionally, Ihe asserted combination of Joao, 
Walker and Cohen fails to disclose or suggest wherein the payment card transaction 
notification and authorization 'system is further to receive a selection made by the 
payment card holder of the second option, and based on the selection, to automatically 
report the fraudulent transaction l.o a credit reporting agency, as recited by claim 17. 

Cohen discloses customized credit and debit cards for issuance by a card holder, 
where the credit and debit cards are limited for use in a transaction at selected vendors 
only, for use only once, or for use within a particular time period. See Cohen, Abstract, 
Figure 1 . Cohen discloses: 

Similarly, by making the temporary disposable numbers (or likewise the 
customized credit card number) indistinguishable in appearance from regular 
credit card numbers, a potential thief is unable to tell in advance that a particular 
number is a disposable number, and already not valid. This may in mm enhance 
the potential of catching the thief by alerting the credit card company the first 
time someone attempts to illegally use the pilfered number. 

Cohen, col. 3, lines 11-18. 

The Final Office Action acknowledges that Walker and Joao Tail to disclose 
reporting the fraudulent transaction to a credit reporting agency. See Final Office Action, 
p. 5, paragraph 6. However, the Final Office Action asserts that this passage of Cohen at 
col. 3, lines 11-18 discloses the features of claims 7 and 17. However, the teachings of 
Cohen suggest that usage of a card with a disposable number that is no longer valid may 
enhance the potential of catching a thief by altering the credit card company the first time 
someone tries to use the number. See Cohen, col. 3, lines 11-18. The credit card 
company is not a credit reporting agency. Moreover, the cited passage of Cohen fails to 
disclose that a fraudulent transaction is automatically reported to a credit reporting 
agency. Accordingly, it is respectfully submitted that the proposed combination of Joao, 
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Walker and Cohen fails to disclose or suggest al least one element of each of the 
dependent claims 7 and 17. 

Moreover, it is unclear why a worker skilled in the art would be motivated to 
combine the iransaction notification system of Joao and Walker with a disposable number 
card of Cohen. The cited references provide no suggestion to make the asserted 
combination. Accordingly, the asserted combination constitutes an improper hindsight 
reconstruction based on the present application. 

Therefore, the asserted combination of Joay, Walker and Cohen fails to disclose 
or suggest at least one element or each of the dependent claims 7 and 17, at least by 
virtue of their dependency from allowable independent claims 1 and 1 1. Moreover, 
claims 7 and 17 are independently allowable over the asserted combination. Therefore, 
the rejection of claim 7 and 17 is improper and should be withdrawn. 

D CLAIMS 8 AND 1 8 ARE ALLOWABLE OVER JOAO IN VIEW OF 
DEFRANCESCO 

Appellant traverses the rejection »f claims 8 and 18 under 35 U S C. §1 03(a) over 
Joao in view of U.S. Patent No. 5,878,403 ("DeFrancesco"), al page 6, paragraph 7 of the 
Final Office Action and at page 0, paragraph 7 of the Office Action mailed on August 24, 
2005. 



Independent Claims 1 and 1 1 , from which claims 8 and 1 8 depend, are allowable 
over the asserted combination of Joao and DeFrancesco. None of the cited references, 
including Joao and DeFrancesco, disclose or suggest a method including providing 
multiple options for the payment card holder to decline authorization of the attempted 
transaction, as recited by independent claim 1. Moreover, none of the cited references, 
including Joao and DeFrancesco, disclose or suggest a system including a payment card 
transaction notification and authorization system to provide multiple options for a 
payment card holder to decline authorization of an attempted transaction, as recited by 
claim 1 1. 
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DeFrancesco discloses a credit application and routing system for receiving credit 
applications, for retrieving information from a credit reporting agency related to the 
credit applications, for providing the credit application to at least one funding source, for 
receiving a credit decision from the funding source, and to forward the credit decision to 
the input device. See DeFrancesco, Abstract. However, DeFrancesco is directed to the 
decisions related to issuance of credit, and not to individual transactions with an already 
authorized card, such as that used in (he system of Joao. Accordingly, there exists no 
motivation to make the asserted combination. 

The Final Office Action acknowledges, at page 6, paragraph 7, that Joao fails lo 
disclose sending a reason code to a merchant involved in the attempted transaction to 
indicate why the attempted transaction has been declined, as recited by claims 8 and 18. 
Moreover, as previously discussed, Joao fails to disclose or suggest at least one element 
of each of the independent claims 1 and 1 1, from which claims 8 and 18 depend. 

The Final Office Action asserts that DeFrancesco teaches a reason code to 
indicate why an attempted transaction has been declined, citing DeFrancesco at col. 23, 
lines 48-50. See Final Office Action, p. 6, paragraph 7. The Final Office Action states: 

One of ordinary skill in the art would have readily recognized that providing the 
Joao invention with a reason code to indicate why the attempted transaction has 
been declined would have been beneficial for possibly correcting the event that 
resulted in the declined attempted transaction. Therefore, it would have been 
obvious, at the time the invention was made, to modify the teachings of Joao with 
the aforementioned teaching of DeFrancesco. 

Final Office. Action, p. 6, paragraph 7. 

At the cited paragraphs, DeFrancesco slates: 

At block 152, the dealer reviews a display of the status of die credit application 
e.g. granted, granted with conditions, or declined and the reasons why declined.' 

See DeFrancesco, col. 23, lines 48-50. However, the reason code is provided in 
DeFrancesco relating to a reason for declining a credit application not a purchase 
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transaction. While the credit application may be related to a purchase, such as a credit 
application for the purchase of a car, the credit application is ancillary to the transaction. 
Therefore, the asserted combination of Joao and DeFrancesco fails to disclose or suggest 
sending a reason code to a merchant involved in an attempted transaction to indicate why 
the attempted transaction has been declined, as recited by claims S and 18 

Additionally, claims 8 and 18 depend from claims 1 and 1 1, respectively. As 
discussed above, Joao fails to disclose each and every feature recited by claims 1 and ] 1 
and the Office Action does not assert that DeFrancesco overcomes any of Ihe deficiencies 
of Joao as applied to claims 1 and 11. DeFrancesco fails to disclose or suggest a method 
including providing multiple options for the payment card holder to decline authorization 
of the attempted transaction, as recited by independent claim 1. Moreover, none of the 
cited references, including Joao and DeFrancesco, disclose or suggest a system including 
a payment card transaction notification and authorization system to provide multiple 
options for a payment card holder to decline authorization of an attempted transaction, as 
recited by claim 1 1 . Accordingly, the asserted combination of Joao and DeFrancesco 
fails to disclose or suggest at least one element of each of the independent claims, and of 
dependent claims 8 and 18, at least by virtue of their dependency. 

In view of the forgoing, it is respectfully submitted that the obviousness rejection 
of claims 8 and 18 is improper and the withdrawal of this rejection therefore is 
respectfully requested. 

For at least the foregoing reasons, Appellant respectfully submits that the present 
application is in condition for al lowance. In view of the arguments presented above, 
Appellant respectfully requests reconsideration and allowance of the application. 
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VIIL CLATMS APPENDIX (37 C.F.R. § 4l.37(c)(I)(viii)) 

The text uf each claim involved in the appeal is as follows: 

1. (Original) A method comprising: 

providing a notification message to a payment card holder of an attempted transaction 

using a payment card; and 
providing multiple options for the payment card holder to decline authorization of the 

attempted transaction. 

2. (Original) The method of claim 1 wherein the multiple options comprise a 
first option for the payment card holder to decline authorization or an undesirable but 
non-fraudulent transaction, and a second option for the payment card holder to decline 
authorization of a fraudulent transaction. 

3. (Original) The method of claim 2 further comprising: 
receiving a selection made by the payment card holder of the first option; and 
based on the selection, providing a message to a merchant involved in the attempted 

transaction to decline the attempted transaction and to return the payment card to 
an individual attempting the transaction. 

4. (Original) The method of claim 2 further comprising: 

receiving a selection made by the payment card holder of the second option; and 
based on trie selection, providing a message to a merchant involved in the attempted 

transaction to decline the attempted transaction and to withhold the payment card 

from an individual attempting the transaction. 

5. (Original) The method of claim 2 further comprising: 

receiving a selection made by the payment card holder of the second option; and 
based on the selection, locking an account associated with the payment card. 
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6. (Original) The method of claim 2 further comprising; 

receiving a selection made by the payment card holder of Ihe second option; and 
based on the selection, automatically reporting the fraudulent transaction to a law 
enforcement authority. 

7. (Original) The method of claim 2 further comprising: 

receiving a selection made by the payment card holder oF the second option; and 
based on the selection, automatically reporting the fraudulent transaction to a credit 
reporting agency. 

8. (Original) Tlic method of claim 1 further comprising: 

receiving a selection made by t>ie payment card holder of one of the multiple options to 

decline the attempted transaction; and 
sending a reason code to a merchant involved in the attempted transaction to indicate why 

the attempted transaction has been declined. 

9. (Original) The method of claim 1 farther comprising: 
providing an option for the payment card holder to authorize Ihe transaction. 

10. (Original) The method of claim 1 wherein the notification message indicates 
a transaction amount, a merchant name, and at least part of a number of the payment 
card, 

11. (Original) A system comprising: 

a payment card transaction notification and authorization system to provide a notification 
message to a payment card holder of an attempted transaction using a payment 
card, and to provide multiple options Tor the payment card holder to decline 
authorization of the attempted transaction. 
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12. (Original) The system of claim 11 wherein the multiple options comprise a 
first option for the payment card holder to decline authorization of an undesirable bat 
non-fraudulent transaction, and a second option for the payment card holder to decline 
authorization of a fraudulent transaction. 

13. (Original) The system of claim 12 wherein the payment card transaction 
notification and authorization system is further to receive a selection made by the 
payment card holder of the first option, and based on the selection, to provide a message 
to a merchant involved in the attempted transaction to decline the attempted transaction 
and to return the payment card to an individual attempting the transaction. 

14. (Original) The system ol'claim 12 wherein the payment card transaction 
notification and authorization system is further to receive a selection made by die 
payment card holder of the second option, and based on the selection, to provide a 
message to a merchant involved in the attempted transaction to decline the attempted 
transaction and to withhold the payment card from an individual attempting the 
transaction. 

1 5. (Original) The system of claim 1 2 wherein the payment card transaction 
notification and authorization system is further to receive a selection made by the 
payment card holder of the second option, and based on the selection, to lock an account 
associated with the payment card. 

16. (Original) The system of claim 1 2 wherein the payment card transaction 
notification and authorization system is further to receive a selection made by the 
payment card holder of the second option, and based on the selection, to automatically 
report the fraudulent transaction to a law enforcement authority. 

17. (Original) The system of claim 12 wherein the payment card transaction 
notification and authorization system is further to receive a selection made by the 
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payment card holder of the second option, and based on the selection, to automatically 
report the fraudulent transaction to a credit reporting agency. 

18. (Original) The system ordaim 1 1 wherein the payment card transaction 
notification and authorization system is further to receive a selection made by the 
payment card holder of one of the multiple options to decline the attempted transaction, 
and to send a reason code to a merchant involved in the attempted transaction to indicate 
why the attempted transaction has been declined. 

19. (Original) The system of claim 1 I wherein the payment card transaction 
notification and authorization system is further to provide an option for the payment card 
holder to authorize the transaction. 

20. (Original) The system of claim 1 1 wherein the notification message indicates 
a transaction amount, a merchant name, and at least part of a number of the payment 
card. 

21. (Original) The system of claim 1 1 wherein the payment card transaction 
notification and authorization system is further to increase a purchase limit threshold for 
the payment card based on a short message service (SMS) message received from the 
payment card holder. 
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22. (Original) A method comprising: 

providing a notification message to a payment card holder of an attempted transaction 

using a payment card, the notification message indicating a transaction amount, a 
merchant name, and at least part of a number of the payment card; 

providing an option for the payment card holder to authorize the transaction; 

providing multiple options for the payment card holder to decline authorization of the 
attempted transaction, the multiple options comprising a first option for the 
payment card holder to decline authorization of an undesirable but non- fraudulent 
transaction, and a second option for the payment card holder to decline 
authorization of a fraudulent transaction; 

receiving a selection of one of the options made by the payment curd holder; 

if the selection is or the first option, providing a message to a merchant involved in the 
attempted transaction to decline the attempted transaction and to return the 
paymcni. card to an individual attempting the transaction; and 

if the selection is of the second option, locking an account associated with the payment 
card and providing a message to the merchant involved in the attempted 
transaction to decline the attempted transaction and to withhold the payment card 
from the individual attempting the transaction. 
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IX. EVIDENCE APPENDIX (37 C.F.R. § 41 J7(c)(l)(ix)) 

(N/A) 

X. RELATED PROCEEDINGS APPENDIX (37 C.F.R* § 41 .37(c)(1 )(x)) 

(N/A) 

XL CONCLUSION 

For ai least the above reasons, all pending claims are allowable and a notice of 
allowance is courteously solicited. Please direct any questions or comments to the 
undersigned attorney at the address indicated. Appellant respectfully requests 
reconsideration and allowance of all claims and that this patent application be passed to 
issue. 



Respectfully submitted, 

*/g -a»9C _ s$?dL 

Date Jelife/G. Toler; Reg. No. 38,342 

Attorney for Appcllant(s) 
TOLER SCHAFFER, L.L.P. 
5000 Plaza On The Lake, Suite 265 
Austin, Texas 78746 
(512) .327-5515 (phone) 
(512)306-8545 (fax) 
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